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Dear Sir: 

Appellants hereby request formal review of the May 22, 2008, final office action 
because the Examiner fails to identify the presence of essential elements required to establish 
a prima facie case with respect to novelty under 35 U.S.C. § 102(b). 

This paper is being filed concurrently with a Notice of Appeal and the requisite fee, as 
required in the guidelines for the New Pre- Appeal Brief Conference Pilot Program published 
in the July 12, 2005, Official Gazette Notice. 

Claims 1-15 currently are pending, with claims 6-9 withdrawn from consideration by 
the Examiner as being drawn to a non-elected invention. Thus, claims 1-5 and 10-15 have 
been examined, of which claims 1-3 and 10-13 are finally rejected and claims 4, 5, 14 and 15 
objected to as being dependent upon a rejected independent claim, but including allowable 
subject matter. 

Starting on page 2 of the Action, claims 1-3 and 10-13 are rejected under 35 U.S.C. 
§ 102(b) as allegedly being anticipated by Solomon et al. (U.S. Patent No. 6,446,248). This 
rejection under Section 102 should be withdrawn because the Solomon et al. patent fails to 
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describe each and every feature recited in the pending independent claims 1 and 10, and 
hence also in claims depending from these independent claims. 

Each of independent clams 1 and 10 is directed to a method of designing a circuit 
layout of a semiconductor integrated circuit. Claim 1 recites inter alia the process of 
providing a spare underground cell having no interconnect patterns and contacts . 
Independent claim 10 similarly includes a recitation of providing a plurality of spare 
underground cells having no interconnect patterns and contacts . In the final Office Action, 
the Examiner alleges Figure 3A and column 5, lines 10-16 of the Solomon et al. patent 
describe a base cell 245 having no contacts. It is respectfully submitted, however, that the 
high level diagram of Figure 3A does not constitute evidence that the transistors shown in 
schematic representations have no contacts, as claimed. Contrary to the Examiner's 
assertions, Figure 3B shows a more detailed physical layout diagram of the base cell 245 
(see, column 5, lines 44-45), and the cell 245 clearly has contacts. More specifically, the 
description of Figure 3B in column 5, line 66 to column 6, line 1 1 explicitly mentions 
contacts, which are shown as the cross-hatched regions located on each transistor (see that the 
Figure 3B legend explicitly indicates these regions as "contacts"). 

For at least these reasons, the Solomon et al. patent does not describe all the claimed 
features of independent claims 1 and 10. Accordingly, the Section 102 rejection is in error 
and should be withdrawn. 

Claims 2, 3 and 11-13 depend from one of independent claims 1 and 10, and are 
therefore also allowable at least for the above reasons, and further for the additional features 
recited. 

In view of all of the foregoing, it is respectfully submitted that the present application 
is in condition for allowance, and prompt notification of the same is earnestly sought. 

Respectfully submitted, 

/Donald R. Studebaker, Reg. No. 32,815/ 
Donald R. Studebaker 

Studebaker & Brackett PC 

1890 Preston White Drive, Suite 105 
Reston, Virginia 20191 
(703) 390-9051 



